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DETAILED ACTION 
Specification 

1 . The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 21-30 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

4. Regarding claims 21-30, the phrase "A document delivery program executed on 
a computer" does not explicitly identify a physical "thing". Programs are neither 
computer components nor statutory processes, as they are not "acts" being performed. 
Therefore, the examiner recommends that claims 21-30 be withdrawn or that the 
phrase, "A document delivery program executed on a computer" be changed to "a 
computer-readable medium, comprising a document delivery program". These revisions 
are necessary for the claims to be considered. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-3, 6-13, 16-23 and 26-32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Eldridge et al. (US 6,397,261). 

7. Witli respect to claim 1 , Eldridge et al. discloses a document delivery apparatus 
(Token Enabled Servers 126 comprising Document Delivery Server 138 of Fig 1) 
connected via a network (Intranet 116 and Internet 122 of Fig 1) to a plurality of external 
devices (102, 110, 104, 112, 106, 107. 118 and 126 of Fig 1) and a plurality of servers 
(104, 112,106, 107 and 126 of Fig 1), comprising: delivery setting means for making 
delivery settings (col 5, lines 34-46 and 442 of Fig 8) for document information received 
from the external devices (118 of Fig 1); receiving means for receiving document 
information from the external devices (104 of Fig 1 and 436 of Fig 8); and delivery 
means for determining a delivery destination for the received document information, 
based on the delivery settings (col 5, lines 34-46 and 422 of Fig 8), and for delivering 
the received document information to the determined delivery destination (442 of Fig 8). 

The examiner interprets a delivery setting means for making delivery settings as 
being necessarily inherent to the process of delivering the document, via an appropriate 
printer driver, to a selected document processing device (col 5, lines 34-46). The 
examiner further notes that in selecting the appropriate printer driver for a given 
document-processing device, the delivery servers (128 and 138 of Fig 1) make and 
utilize delivery settings. 
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8. Claim 11 recites identical features as claim 1 except claim 1 1 is a method claim. 
Thus, arguments similar to that presented above for claim 1 are also equally applicable 
to claim 11. 

9. Claim 21 recites identical features as claim 1 except claim 21 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 1 are 
also equally applicable to claim 21. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

10. Claim 31 recites identical features as claim 1 except claim 31 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 1 are 
also equally applicable to claim 31 . The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

1 1 . With respect to claim 32 the examiner notes identical features to claim 1 . 
Therefore, the explanation given above for claim 1 is also valid for claim 32. 

12. With respect to claim 2, Eldridge et al. discloses a document delivery apparatus 
according to claim 1, wherein the delivery destination (col 5, lines 34-45 and 442 of Fig 
8) comprises at least one selected from the group consisting of a document 
management server that manages documents (Network File Server 104 of Fig 1), a mail 
server that delivers electronic mails (Network Email Server 112 of Fig 1), and an 
external device that executes jobs (Printer 102 of Fig 1). 
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13. Claim 12 recites identical features as claim 2 except claim 12 is a method claim. 
Thus, arguments similar to that presented above for claim 2 are also equally applicable 
to claim 12. 

14. Claim 22 recites identical features as claim 2 except claim 22 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 2 are 
also equally applicable to claim 22. The examiner notes that it is necessarily inherent 
that the Document Delivery Sen/ers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

15. With respect to claim 3, Eldridge et al. discloses a document delivery apparatus 
according to claim 1 , wherein the delivery destination for the received document 
infonnation comprises a document management sen/er that manages documents (104 
Network File Server 104 and Shared Document Server 134 of Fig 1), and said delivery 
means comprises control means for delivering additional information acquired from the 
external device together with the document information to said document management 
sen/er as index information, and registering the document information and the index 
information in said document management sen/er (col 5, lines 34-46). 

The examiner notes that the Document Delivery Servers (128 and 138 of Fig 1) 
store documents to the Network File Sen/er or the Shared Document Server (104 and 
134 of Fig 1) from external devices such as a fax machine or a scanner (col 5, lines 41- 
45). The examiner further notes that in order to retrieve one of these documents utilizing 
token information, the document stored in the document management servers need to 
have reference token information. The examiner interprets this additional reference 
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information to be equivalent to index information, which is registered on the Document 
Delivery Servers in order to facilitate extraction of documents via tokens (col 7, lines 41- 
58). 

16. Claim 13 recites identical features as claim 3 except claim 13 is a method claim. 
Thus, arguments similar to that presented above for claim 3 are also equally applicable 
to claim 1 3. 

17. Claim 23 recites identical features as claim 3 except claim 23 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 3 are 
also equally applicable to claim 23. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

18. With respect to claim 6, Eldridge et al. discloses a document delivery apparatus 
according to claim 1 , wherein the delivery settings are set (418 and 442 of Fig 8) for 
each of the plurality of external devices (1 18 of Fig 1) that are transmission sources of 
the document information (col 5, lines 34-45). 

The examiner interprets the document information as being equivalent to the 
document tokens, which are sent from the mobile computing devices (118 of Fig 1) and 
further notes that it is necessarily inherent that the document delivery apparatus (Token 
Enabled Servers 126 comprising Document Delivery Server 138 of Fig 1), which 
receives these tokens, set the corresponding delivery settings. 
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19. Claim 16 recites identical features as claim 6 except claim 16 is a method claim. 
Thus, arguments similar to that presented above for claim 6 are also equally applicable 
to claim 16. 

20. Claim 26 recites identical features as claim 6 except claim 26 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 6 are 
also equally applicable to claim 26. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

21 . With respect to claim 7, Eldridge et al. discloses a document delivery apparatus 
according to claim 1 , comprising control means for controlling said delivery setting 
means such that delivery settings are made in accordance with instructions from any of 
said external devices (1 18 of Fig 1 and col 5, lines 34-45). 

The examiner notes that it is necessarily inherent that the Document Delivery 
Servers (128 and 138 of Fig 1) control delivery setting means, such that delivery 
settings are made in accordance with instructions (tokens) from any of said external 
devices (1 18 of Fig 1 and col 5, lines 34-45). 

22. Claim 17 recites identical features as claim 7 except claim 17 is a method claim. 
Thus, arguments similar to that presented above for claim 7 are also equally applicable 
to claim 17. 

23. Claim 27 recites identical features as claim 7 except claim 27 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 7 are 
also equally applicable to claim 27. The examiner notes that it is necessarily inherent 



Application/Control Number: 10/023,150 Page 8 

Art Unit: 2625 

that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

24. With respect to claim 8, Eldridge et al. discloses a document delivery apparatus 
according to claim 1, wherein the document information comprises information selected 
from the group consisting of received fax document (Network Fax Server 106 of Fig 1) 
information and scan document (Scanner 110 of Fig 1) information (col 5, lines 41-45). 

25. Claim 18 recites identical features as claim 8 except claim 18 is a method claim. 
Thus, arguments similar to that presented above for claim 8 are also equally applicable 
to claim 18. 

26. Claim 28 recites identical features as claim 8 except claim 28 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 8 are 
also equally applicable to claim 28. The examiner notes that it is necessarily inherent 
that the Document Delivery Sen/ers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

27. With respect to claim 9, Eldridge et al. discloses a document delivery apparatus 
according to claim 1, wherein, when the document information is in a format different 
from one handled by the delivery destination, said delivery means converts the format of 
the document information to the one handled by the delivery destination (440 of Fig 8 
and col 12, lines 53-62) and then delivers the document information to the delivery 
destination (442 of Fig 8 and col 12, lines 62-67). 
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28. Claim 19 recites identical features as claim 9 except claim 19 is a method claim. 
Thus, arguments similar to that presented above for claim 9 are also equally applicable 
to claim 1 9. 

29. Claim 29 recites identical features as claim 9 except claim 29 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 9 are 
also equally applicable to claim 29. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

30. With respect to claim 10, Eldridge et al. discloses a document delivery apparatus 
according to claim 1, wherein the external devices (102, 110, 104, 112, 106, 107, 118 
and 126 of Fig 1) have at least one function selected from the group consisting of an 
image reading function (Scanner 1 10 of Fig 1), and a facsimile transmission and 
reception function (Network Fax Server 106 of Fig 1). 

The examiner interprets the Scanner (110 of Fig 1) to inherently have an image 
reading function. 

31 . Claim 20 recites identical features as claim 10 except claim 20 is a method claim. 
Thus, arguments similar to that presented above for claim 10 are also equally applicable 
to claim 20. 

32. Claim 30 recites identical features as claim 10 except claim 30 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 10 
are also equally applicable to claim 30. The examiner notes that it is necessarily 
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inherent that the Document Delivery Servers (128 and 138 of Fig 1) comprise some 
type of memory or computer-readable medium to function. 

Claim Rejections - 35 USC § 103 

33. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained ttiough the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

34. Claims 4, 14 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eldridge et al. (US 6,397,261) in view of Wells et al. (US 5,999,601). 

35. With respect to claim 4, Eldridge et al. discloses a document delivery apparatus 
according to claim 3, wherein the received document information comprises a document 
received by fax (fax server 106 of Fig 1 and col 5, lines 41-45). 

The examiner notes that the Document Delivery Servers (128 and 138 of Fig 1) 
store documents to the Network File Server or the Shared Document Server (104 and 
134 of Fig 1) from external devices such as a fax server or a scanner (col 5, lines 41-45) 

Eldridge et al. does not disclose wherein the additional information comprises at 
least one selected from the group consisting of information on a transmitter of the 
received fax document, reception time information relating to the received fax 
document, and document page number information. 

Wells et al. does disclose stored facsimile information comprising reception time 
information relating to the received fax document (col 4, lines 65-67 and col 5, lines 1- 
4). 
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Eldridge et al. and Wells et al. are analogous art, because they are from the 
same field of endeavor, namely Image Data Communications. 

At the time of the invention, it would have been obvious for one skilled in the art 
to combine Eldridge et al's document delivery apparatus according to claim 3, wherein 
the received document information comprises a document received by fax, with Wells et 
al's stored facsimile information comprising reception time information relating to the 
received fax document such that the additional information disclosed in claim 3 
comprises the reception time information. 

The suggestion or motivation for doing so would have been to explicitly state that 
reception time information is included in the additional information disclosed in claim 
three. 

36. Claim 14 recites identical features as claim 4 except claim 14 is a method claim. 
Thus, arguments similar to that presented above for claim 4 are also equally applicable 
to claim 14. 

37. Claim 24 recites identical features as claim 4 except claim 24 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 4 are 
also equally applicable to claim 24. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

38. Claims 5, 15 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eldridge et al. (US 6,397,261) in view of Adamske et al. (US 6,615,234) 
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39. With respect to claim 5, Eldridge et al. discloses a document delivery apparatus 
according to claim 1 , wherein the delivery destination for the received document 
information comprises a document management server (104 Network File Server 104 
and Shared Document Server 134 of Fig 1) that manages documents, and wherein the 
document delivery apparatus (Token Enabled Servers 126 comprising Document 
Delivery Server 138 of Fig 1 and col 5, lines 41-45) comprises control means. 

Eldridge et al. does not disclose wherein the document delivery apparatus 
comprises control means operable when the received document information is delivered 
to the document management server, for notifying by electronic mail to at least one 
predetermined electronic mail address that the document information has been 
registered. 

Adamske et al. does disclose notifying by electronic mail to at least one 
predetermined electronic mall address that the document information has been 
delivered (col 4, lines 30-39). 

Eldridge et al. and Adamske et al. are analogous art, because they are from the 
same field of endeavor, namely Document Delivery. 

At the time of the invention, it would have been obvious for one skilled in the art 
to combine Eldridge et al's document delivery apparatus according to claim 1 , wherein 
the delivery destination for the received document information comprises a document 
management server, with Adamske et al's notifying by electronic mail to at least one 
predetermined electronic mail address that the document information has been 
delivered. 
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The suggestion or nnotivation for doing so would have been to explicitly state that 
an email notification is sent out to at least one predetermined electronic mail address 
that the document information has been registered. 

40. Claim 15 recites identical features as claim 5 except claim 15 is a method claim. 
Thus, arguments similar to that presented above for claim 5 are also equally applicable 

to claim 15. 

41 . Claim 25 recites identical features as claim 5 except claim 25 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 5 are 
also equally applicable to claim 25. The examiner notes that it is necessarily inherent 
that the Document Delivery Servers (128 and 138 of Fig 1) comprise some type of 
memory or computer-readable medium to function. 

Conclusion 

42. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sastry et al. (US 6,687,877) discloses transmitting web-based 
document annotations. Ogawa et al. (US 2001/0043594) discloses an information 
processing apparatus, lida (US 6,785,023) discloses a network facsimile apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Schlack whose telephone number is 571-272- 
7954. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on 571-272-7471. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Note to the applicant: Art Unit 2624 has been redesignated as Art Unit 2625 due to 
organizational restructuring with the USPTO. 



273-8300. 





Scott A. Schlack 
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